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From:
In-House Intellectual Property Professionals Forum
Shantiniketan, 2nd Cross, Church Street, 6th Block, Koramangala,
Bangalore – 560 096
To:
The Controller General of Patents, Designs, and Trade Marks (CGPDTM)
Boudhik Sampada Bhawan, S M Road, Antophill
Mumbai
Dear Sir,
Sub: Recent Guidelines for Examination of Computer Related Inventions (CRI).
Ref: Invitation of views on the Recent Guidelines for Examination of Computer Related
Inventions (CRI) prepared by the Office of the CGPDTM.
In-House Intellectual Property Professional’s (I-HIPP) Forum congratulates the office of CGPDTM
for coming-up with a comprehensive draft on Guidelines for Examination of Computer Related
Inventions (CRI) (“Guidelines”, hereafter). The Guidelines are aimed to foster uniformity and consistency
in the examination of CRIs. The Guidelines incorporate various provisions of the patentability of
computer related inventions. It discusses the procedure to be adopted by the examiners while examining
such applications and jurisprudence evolved in granting/rejecting Patents in these fields of technology.
The Guidelines seeks to bring out various examples of the case laws relating to Computer related
inventions (CRIs) for better understanding of the issues involved.
While I-HIPP has some comments on the Guidelines, we would also like to focus on how I-HIPP
can work cooperatively with office of CGPDTM (IPO) to share our learnings on the examination of CRIs in
different parts of the world and help drive the initiatives of the IPO that are so crucial to India. The IPO
has invited comments, views, and suggestions on the Guidelines. I-HIPP’s views and suggestions are
respectfully submitted for your kind consideration and further needful action.

1.0

Views/suggestions:
The Guidelines are meant to be applied by the Patent Examiners while examining patent

applications filed in India, especially related to Computer Related Inventions. The Guidelines has brought
about certain changes, particularly to examination of software (computer programs) patent applications.
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I-HIPP commends the efforts of the IPO to improve the patent environment in India by bringing
in clarity to the examination process in India. However, we respectfully submit that at least some of the
suggested changes may have the effect of excluding many genuine software related inventions from
patentability. These changes may not have the force of law or rules and show a marked departure from
the past and current practice of the Indian Patent Office as well as the practice in other jurisdictions
across the globe. It may be, therefore, necessary to put a hold on the Guidelines from being given into
effect and the Guidelines in its present form, which unduly restrict the patenting of CRIs beyond the
intent of the law or rules. Currently, computer programs per se (source code, object code etc.) are
protected by the Copyright Act and the protection is only for the expression of idea and is thus very
narrow. However, the basic idea that gives rise to creation of the software remains unprotected and
such an approach may de-motivate inventors and investors. As a result, innovation, growth, and
technological advancement in the field of Information Technology may be stifled. As is well known, an
idea supported by implementation details can be protected by securing Patents and the Guidelines for
examination in respect to CRIs in its present form will unduly and unreasonably restrict the CRIs from
being patented. Such an approach would, at best, de-motivate the industry and some consequences of
that will be – impediment on the innovative culture of this country, slowing down of the investments in
this industry sector, and decreased job creation opportunities. All these consequences may lead to
gloomy macro-economic environment in India.

1.1

International law regarding CRIs
International law provides that an invention in any field of technology can be protected by

Patents. The WTO's Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs),
particularly Article 27, is occasionally referenced in the political debate on the international legal
framework for the patentability of software, and on whether software and computer-implemented
inventions should be considered as a field of technology. This interpretation of TRIPs contains and
reflects that software should be a subject matter of granting patents. Patents protect functionality,
technical effects, and novel ideas supported by implementation details. Copyright on the other hand
only protects expression of an idea and is thus not sufficient to protect the ideas underlying the software
inventions. Substantial modification to an original work, even if it performs exactly the same function, is
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allowable under copyrights and as such provides a weak protection for inventions.
In Europe the invention should make a “technical contribution” to the state of art or have a
“technical effect” (Please see ANNEX A). In the USA (please see ANNEX B), it is enough if the invention
produces a tangible result. The USA, Japan (please see ANNEX C), and Europe frame and interpret their
existing laws based on their national interests while granting patents for computer related inventions.

1.2

Indian Parliament and Computer Programs:
When the Patent (Second Amendment) Bill, 1999 was introduced, the Joint Committee of

Parliament (JPC) specially recommended the addition of the Latin phrase “per se” after the words
‘computer programs’. The phrase was inserted with an intention to allow the patentability of inventions
relating to computer programs (Software) that may include certain other things ‘ancillary thereto’ or
‘developed thereon’. JPC had further clarified that the intention of the bill was not to reject such
inventions from grant in totality. The 1999 Bill was finally adopted as the Patent (Amendment) Act, 2002,
which continued as is, in Patent (Amendment) Act, 2005. At present Section 3(k) reads as “a
mathematical or business method or a computer programme per se or algorithms” is not an invention
within the meaning of the Act.
In 1978 World Intellectual Property Organization (WIPO) recommended granting patent protection
for computer software that fulfills the requirements of new and inventive technical solutions. The Patent
Act 1970 under Section 3 provides a list of inventions that are not patentable, and specifically Sec 3(k)
regards a mathematical or business method or computer program per se or algorithms as not patentable
inventions.

An attempt was made to make inventions relating to computer software embedded in a hardware
such as computers, mobile phones, televisions etc., having industrial applicability patentable through the
Patent Amendment Ordinance of 2004. The Patent Amendment Ordinance of 2004 allowed amendment
of Section 3 (k) to read as - “a computer program per se other than its technical application to industry or
a combination with hardware, a mathematical method or business method or algorithms are not
patentable”. The intention thus was to make a computer software invention having a technical application
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to industry or coupled to a hardware patentable. The Ordinance divided the contents of Sec.3 (k) into
two; Sec.3 (k) now reads, ’computer programmes per se other than its technical application to industry
or a combination with hardware and the new Sec.3 (ka) excludes ‘mathematical method or a business
method or algorithms’ from being patentable.

However, this attempt was repealed by the 2005

ordinance.

Patentability of computer programs still remain ambiguous and hence there is a need to make the
patent system more transparent in order to cultivate a broad and positive outlook by taking a global view,
as software technology is evolving faster than other industries. By itself, Software is highly complex and
dependent on a vast range of technologies and thus requires higher levels of creativity and innovative
thinking to come up with inventions. The interpretation of Sec 3(k) in the Guidelines is very narrow and
restricts the patentability of CRIs even further and beyond the intent of the law and rules. Here are some
examples of such narrow interpretation:


Programs for General Purpose Computers: The guidelines impliedly states that for computer
program related claims to be allowed, the software needs to be “integrated” with “novel
hardware”, and a computer program that may work on any general purpose known computer
does not meet the requirement of patentability.
o

The issue here is that a software invention requires a novel, inventive, and industrially
applicable computer (hardware) or related device (hardware). This merely means that
an inventor coming up with a software invention has to come-up with an invention in
the underlying hardware (i.e., novel hardware) as well. In reality, inventors working in
software domain may not be aware of hardware engineering to come up with novel
hardware. This is very true for engineers working in [pure] software industry. Even
software engineers working in product companies producing hardware and software
products may also not be able to come up with novel hardware to implement the idea.
Thus, forcing a novel hardware requirement seems to be an unrealistic expectation.

o

This will not provide a level playing field because an inventor coming up with a hardware
invention has to put in say X amount of effort and an inventor coming-up with software
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invention has to put in say Y amount of effort for software invention + X amount of
effort for the hardware invention. The total effort put in by the inventor coming up with
software invention is Y + X (which is not equal to X). Thus, it is not justified and it does
not provide a level playing field for software inventors.


Software for Multiple Platforms– The Guidelines impliedly states that for computer program
related claims to be allowed, the software needs to be “machine specific”. This effectively
precludes patent protection for any computer-implemented invention designed to be
interoperable across platforms.
o

One of the major advancement in the computing systems has come in the form of
virtualization in which software applications are abstracted from the hardware and have
become hardware independent rather than being hardware dependent.

This has

provided a great impetus to innovation. However, the guidance on reliance of “machine
specific” is a retrograde step. Such a retrograde step is moving us away farther from
providing protection to the inventions, which quite a bit matters to us as inventors and
consumers using the benefits of such inventions.
o

Further, making the software “machine specific” impedes competition and allows for
anti-competitive practices such as “tying” and “bundling”. Thus, such an approach is not
progressive. Also, tying software with specific hardware may narrow down the scope of
the claims in a software patent.



Computer Readable Media and Computer Programme Claims – According to the guidelines,
claims directed to computer programs stored in a computer readable medium are considered as
‘computer programmes per se’ and hence are excluded from patentability.

Thus, the proposed guidelines envisage an interpretation of Section 3(k) that excludes inventions
that are traditionally considered as beyond ‘computer programs per se’. This approach does not align
with the language of the Patents Act itself. It is at odds with practices in other major patent offices in
the world and also with its stand in the earlier patent manual. It also fails to provide any rationale for
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the shift in its stand or the logical basis as to why it proposes a standard that is not in consonance with
Indian Patent Office’s past and current practices and with other jurisdictions.

1.3

Intellectual Property Appellate Board (IPAB) Decision Regarding 3(k)
As cited in the guidelines the ENERCON CASE (M.P. Nos.5/2010. 27/2010 & 49/2010 in

ORA/4/2009/PT/CH and ORA/4/2009/PT/CH; Page 18 of 47) was a landmark decision of the IPAB in
understanding CRI’s. Reference is made to Para 78 and 79 of the decision.

Page 78: Not patentable under section 3(k) of the Act: Applicants contend that the steps given
in the method of controlling the wind turbine is a set or series of rules for the control mechanism and they
prescribe an order as to how and when the variation of operational settings would be carried out based
on the external ambient conditions. All the above steps have been provided for obtaining the optimum
power output from the wind turbine. The respondent submits that neither the granted claims contain a
set of rules nor the granted claims seek a protection for a set of rules. What is claimed is a method for
controlling a wind turbine, based on the external wind speed, at pre-defined variations in intervals of time,
variations are effected in the operational settings to control the rotor speed, to finally achieve the
maximum power output. In this connection they referred to the famous Vicom case/ computer related
invention decided in EPO (1987) 1 OJEPO 14 (T208/84).
Page 79: Windmills are normally erected in the manner of wind farm so as to have larger
generation of power output in the order of Mega Watts Range. That being the position in a wind farm
which is normally away from the normal reaches of the public, any controlling of the wind machine in a
gusty wind times, it is always preferable to use the automatic control units like the computers or any
other micro processors arranged, or housed in the control panels of the wind mill installation or otherwise
in the control instrumentation panel intended for their control. Here again the controlling of the wind
turbine cannot be done manually, neither the settings can be set or varied by manual process. All these
have to be done at very short intervals of time, preferably in milliseconds range, the variation change in
the operational setting of blade pitch angle or azimuth angle etc, which is possible only by using the
advanced computer technology, which would read the signal from the external conditions and carry out
the corrections in its internal operating units. This is normally a computer operated or computer
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controlled technical instrumentation processing of the utilities to achieve the target in an automatic
fashion and this technical process control associated with or directed to a computer set up to operate in
accordance with a specified program (whether by means of hardware or software) for controlling or
carrying out a technical process control such as the above, cannot be regarded as relating to a computer
program per se or a set of rules of procedure like algorithms and thus are not objectionable from the
point of view of patentability, more so when the claims do not claim, or contain any algorithm or its set of
rules as such, but only comprise of some process steps to carry out a technical process or achieve a
technical effect finally the maximum power output by controlling the wind turbine. Hence the objection
that invention is not patentable under section 3(k) fails or not valid.
And, Para 10 of the conclusion clearly illustrates that the objection under 3(k) was not valid.

1.4:

Illustrations in the Guidelines
Further the Guidelines provide illustrations of what is NOT PATENTABLE. The examples and flow

chart provided, in fact, covers many areas of science and technology related to a computer system, in
which case most CRIs will not be patentable in India. It will be most helpful if the Guidelines provide few
examples of “what is patentable” and this exercise may also provide insights into how little of CRIs would
be allowed for patenting as a result of the Guidelines and the extent to which the Guidelines may be
going beyond the law itself.

1.5:

Economic benefit of Patenting Software (Please see ANNEX D)

Patents are a key component in valuation of companies and allowing software patents would only result
in an increased industrial growth rather than stifling innovation, which appears to be a moot point.
Software patents increases the return on investment made by the public on government (GoI) sponsored
university research, and ensures the flow of knowledge that is required for society to progress.

1.5.1: Software under the Copyright Act - Need for Software Patents
Section 2(o) of the Indian Copyright Act 1957 defines a “literary work” to include a
computer programme, tables, and compilations including computer literary databases. Content in
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the form of source code, text, and graphics are protected under the category of: literary work
whereas audio and video files are protected in the name of artistic and cinematographic works. A
computer programme according to Section 2(ffc) of the act is a “set of instructions expressed in
words, codes, schemes, or in any other form, including a machine readable medium, capable of
causing a computer to perform a particular task or achieve a particular result. Thus, a computer
software being a “computer program” either in its original format (source code) or in its machine
readable format (object code/executable code) falls within the purview and protection of the
copyright act.

Software can consists of an “original idea” as well as an “expression of the idea” in the
form of source code. The “expression of the idea” is protected under Copyright Law, but what
about the idea itself, there seems to be NO protection for the underlying idea, and we opine that
it is important to protect such ideas under Patents. This approach will go a long way in
incentivizing the IT and ITES industry in India (which is one of India’s major strengths).

Patents under the Indian Patent Act are granted for an invention, which means a new
product or process involving an inventive step and capable of industrial application. The aim of
patent protection is to protect interest of manufacturers of scientific products or process by
conferring rights to the Inventor for a fixed term. The act also protects the interests of public at
large. It should be noted that in the software context, patents will help in protecting the
creativity or the idea or functionality which comprises the underlying design of the software.

1.6:

Challenges
Granted patents can be revoked if found invalid under the Patent Act 1970 (as amended). Since

India allows for pre-grant opposition, if members of the public feel that the invention is related to the
expression of an idea rather than protecting the idea supported by implementation details itself, a pregrant opposition may be filed. On the other hand if an examiner has allowed an overly general claim in a
patent, the patent law and the patent office allow post-grant opposition or a lawsuit in Court, to argue
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that claims are overly broad and should not be allowed.

1.7:

Threat to the Software Industry:
Unreasonable restrictions on the grant of CRI patents will directly affect the Indian IT companies

and IT Industry as a whole. Without adequate and balanced patent protection for original software
inventions, there is a higher probability that software inventions will be copied without restraint leaving
the IT industry high and dry without any formidable protection. Not being in consonance with the
current practice in other jurisdictions, the guidelines as proposed may result in the Indian IT Industry
being left behind in terms of innovations in the software industry and growth of global software product
business opportunities. The lack of protection for software inventions will also seriously prejudice
foreign investment into India.

2.0

Conclusions/Submissions:
1. We are of the opinion that the revised manner of examining Section 3(k) requirements without
proper clarifications and justification could give rise to conflict with India’s International
obligations under WTO TRIPS agreement. Given the fact that Section 3 (k) does not explicitly
exclude from patentability, computer program with technical effect, it would be erroneous to
consider the intention of the legislature in the light of such exclusion and interpret Section 3 (k)
to exclude all software inventions even when it is combined with the hardware (With reference
to para 2.4 of the guidelines). It is possible, however, to apply section 3(k) in a manner that on
one hand, the latest inventions in software that drive the hardware gets necessary protection
and on the other, the requirements of Article 27(1) of WTO TRIPS agreement are met, viz, by
understanding the prohibition of computer program per se of Section 3(k) such that it does not
prevent technical inventions from being patented, even though the implementation is by means
of software. Therefore, our recommendation is to allow software inventions to be patented
without requiring a novel hardware and such an approach would also satisfy India’s international
obligations under WTO.
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2. Method claims applicable to business methods or any other application domain derived from
algorithms, should be allowable as long as (i) the said method claims are technical in nature in
that they involve a solution to a technical problem (e.g., Rule 5 PCT, The Description), and (ii)
defined by technical features (e.g., Rule 6 PCT, The Claims). The process limitations in the form
of novel hardware features should not be made necessary for patenting such claims. Patents
may be awarded for inventions that are novel, inventive and industrially applicable, as long as
the inventions are of a technical nature. From this perspective, method claims that satisfy these
three filters for patentability and contain a technical feature should also be patentable,
independent of their area of applicability.

3. If a claim is directed towards a technical invention involving a technical problem and a technical
solution, then the claim should be allowable even though the invention may be implemented by
means of software using an existing hardware. As an instance, the claimed subject matter could
process physical data and not mere abstract data. The physical data could represent physical
entities rather than mere numbers e.g., image data, sound data etc. Therefore such a claim
should be allowable if it is novel, inventive and industrially applicable. There should be some
technical character involved which acts on the physical entity and changes the physical entity. A
new operating system could make a computer novel. There could be a program that makes
certain changes in the file organization, or memory organization when the program is run. This
boils down to the point that a software program is not a mere electronic version of a code, which
could be written on a piece of paper, for example. We hold an opinion that software is
patentable if it has a technical character. The technical character could be derived from a
technical effect; e.g., technical effect produced by a program when run on a computer which
goes beyond normal interactions between programs and the computer. We further hold an
opinion that the claim should be allowable if it has the potential to produce the technical effect
and does not operate on mere abstract number but on physical entities. If possible it would be
good if parallels could be drawn based on few EPO case laws such as T38/86, T 158/88 and T
154/04.
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To conclude, we hold an opinion that a software program having a technical effect and providing
a technical solution should be allowable without any novelty restriction on the hardware if the claimed
subject matter is novel produces a non-obvious technical effect which contributes to the state of the
art. A software program producing technical effect or a software program having technical character is
allowable in the EPO. We hold an opinion that it would be good to consider the best practices of the
EPO patent practices built on Articles 52(1), 52 (2) and 52 (3) where similar provisions exist to examine
and grant patents for software related inventions.

In summary, I-HIPP opines that India should take the EPO path for software related patents and
allow only those invention in this area which satisfy not only the basic criteria for patentability but also
follow the EPO in a sense of defining that for such categories of patents a technical effect must be
demonstrated. This will increase software growth and innovation for a country that has such a large
population and resource working in the software arena/domain. Patent protection for software is
essential as copyright can only avert another from making, using and selling copies of the software.
Patent protection also leads to technological advancements for example by making people think of
different alternatives or enhancing available functionalities by opening the doors for collaboration. Indian
companies can also benefit from the patenting system by reaping benefits via licensing their patents.
India should therefore come up with a new legal regime balancing both interests of the creators of
software as well as the general public at large and advantages and disadvantages should be considered
before framing a new legal policy.

We hope that the IPO would give due considerations to our submissions and effect necessary
revisions. Moreover, we would offer to meet with the appropriate members of GOI to have a small
technical roundtable to do a deep dive on this important and niche subject area. Public private
partnerships in policy making depend on the willingness of both parties to understand each
stakeholders viewpoint.

At I-HIPP we stand ready and look forward to working with your office on this issue and further
revision if they occur. Kindly feel free to contact us as and when needed for any further clarification or
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discussion on our submissions.

We would be honored to be of service to the Office and the

Government of India in an ongoing consultation on IP Rights, policy, and practice in India.

Sincerely
S K Murthy
Core-Committee Member
In-house IP professionals (I-HIPP)

Disclaimer: The opinions and comments provided here represent the personal views of the members of the I-HIPP.
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About I-HIPP
I-HIPP is a platform for in-house IP professionals to network with each other, to share knowledge
and best practices, and to be a cause in making positive contributions to the IP system in India by working
closely with industry bodies, legal community, Government and the academia. I-HIPP has the vision to be
a leading IP Think Tank and Advocacy Group in India. I-HIPP was formed in September 2009 and is
represented by around 30 professionals who have been working for Indian and Multinational
organizations covering diverse technology domains that includes semiconductor industry, telecom
industry, IT industry, software industry, computer industry, power and energy distribution industry,
health care and diagnostics industry, medical devices industry, consumer electronics industry, lighting
solutions industry, control systems and automation industry and oil and gas industry. I-HIPP Forum has
been meeting once in every three months and brainstorming on various IP issues and working towards
making positive contributions in building an efficient/effective IP eco-system in India. I-HIPP forum has
been addressed by global IP professionals.
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ANNEX A
Until 1970s, the USPTO was reluctant to grant patents on inventions involving computer
programs. The main reason behind this was that computer programs (software) as specified in
35 United States Code (U.S.C.) 101 did not fall under any of the four statutory classes, namely,
processes, machines, articles of manufacture, and compositions of matter. Computer
programs were regarded as mathematical algorithms and hence considered nonpatentable subject matter.
That changed in 1981, when the U.S. Supreme Court decided the case of Diamond v.
Diehr, which caused the USPTO to reconsider their stand on computer programs being
patentable subject matter. The respondents, Diehr et al., filed a patent application at the
USPTO claiming a process for molding raw, uncured synthetic rubber into cured precision
products. It was well know in the state of the art to compute by means of an established
mathematical equation that include the parameters of time, temperature and cure
relationships, when the molding press can be opened and the cured product removed.
However, the respondents indicated that the industry had not been able to measure precisely
the temperature inside the press, thereby making it difficult to compute and determine the
proper curing time. The respondents characterized their contribution to the art to reside in
the process of constantly measuring the temperature inside the mold and feeding the
temperature measurements to a computer that repeatedly recalculated the curing time by
using the mathematical equation and then signaled the device to open the molding press at
the proper time.
The USPTO rejected the claims of Diehr’s application on the contention that these were
steps performed by a computer program to enable the above process and hence did not fall
under any of the statutory classes and was considered to be non-patentable subject matter.
The ruling was reversed by the U.S. Supreme Court based on argument of the
respondents that although their process employed a well-known mathematical equation, they
did not seek to patent the use of that mathematical equation, but rather to patent a process
that implemented that mathematical equation. The court held that the invention as a
whole falls under the statutory classes (“process” in this case) and therefore cannot be
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considered as non-statutory because it uses a mathematical formula, computer program, or
digital computer. The Supreme Court ruled that “When a claim containing a mathematical
formula implements or applies the formula in a structure or process which, when
considered as a whole, is performing a function which the patent laws were designed to
protect (eg., transforming or reducing an article to a different state or thing), then the claim
satisfies the statutory requirement under 35 USC.”
At around the same time when the US Supreme Court decided Diamond v. Diehr case, a
few other cases paved the way for a ‘standardized’ test for patentability. The rulings In re
Freeman (1978), In re Walter (1980) and In re Abele (1982) gave birth to the “FreemanWalter-Abele” test which became the yardstick to check for the patentability of a software
invention. The test simply states: "It is first determined whether a mathematical algorithm is
recited directly or indirectly in the claim. If so, it is next determined whether the claimed
invention as a whole is no more than the algorithm itself; that is, whether the claim is
directed to a mathematical algorithm that is not applied to or limited by physical elements or
process steps."
Though the case of Diamond v. Diehr, opened the door for computer implemented
inventions, the permission for computer implemented inventions was still restricted to
the control of technical processes i.e., computer implemented inventions could be patentable
only if they contributed to a technical process. The State Street V. Signature case however
can be considered a critical decision for patenting software inventions.

The State Street V. Signature case 1998 had a significant effect on the law of eligible
subject matter. The verdict of State Street made the utility requirement lenient. The utility
requirement suggested that certain types of mathematical subject matter or algorithms,
which stand alone, represented nothing more than abstract ideas, however, once this subject
matter was reduced to some type of practical application that produces a useful, concrete,
and tangible result then it could in principle be patented. Noticeably, the wide scope given to
software inventions in light of the State Street V. Signature case caused a large number of
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software and computer implemented inventions to be granted over the last few years at the
USPTO.
Another consequential case with regard to software patents decided in recent times is
In re bilski. The ruling in Bilski directed to “useful, concrete and tangible result” test has given
a new way to test patentability, especially those related to software patents. The test has
been referred to as the "machine-or- transformation" test.
After an en banc hearing, the US Court of Appeals for the Federal Circuit (CAFC) issued
its decision in the Bilski case, which occurred because of a patent application seeking to
patent a method of using hedge contracts to reduce the risk that a commodity's wholesale
price might change. His process was simple and involved the following steps:
(1) initiate a series of transactions between a broker and purchaser by which the
purchaser buys a commodity at a first fixed rate based on historical price levels;
(2) identify sellers of the commodity; and
(3) initiate a series of transactions between the broker and sellers, at a second fixed
rate, such that the purchasers’ and sellers’ respective risk positions balance out.

The ruling by the CAFC readdressed the patentability in particular of business method
patents and in general directed to software patents. According to the examiner, no computer
program product or any specific apparatus was utilized to perform the process of the
invention and it was held to be a mere manipulation of an abstract idea solving purely
mathematical problem without any limitation to a practical application. The decision included
a new test for patentability. Under the test, a process will be patentable if: (1) it is tied to a
particular machine or apparatus, or (2) it transforms a particular article into a different state
or thing. The 'concrete, useful, and tangible (CUT) result standard of State Street case which
was earlier used to award patents to software and computer implemented inventions
seems to have now taken to be nothing more than a "useful indication" of patentability.
The machine or transformation test brings about the question: What does a ‘particular
machine’ constitute? And if a software program runs on a computer, which is technically a
machine, can it be patented? The USPTO’s Board of Patent Appeals and Interferences (BPAI)
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has already answered this question: "A general purpose computer is not a particular machine,
and thus innovative software processes are not patentable if they are tied only to a general
purpose computer.” This answer surely looks like the beginning of the end for software
patents. Then, can claims that tie software to computer memory or processors be allowed. Is
‘memory’ or ‘processor’ considered ‘particular’ enough to be patented?
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ANNEX B
The European Patent Office (EPO) has a different view from US legislature in terms of
software patents and is probably more rigid on issuing software patents. Article 52, paragraph
2 of the European Patent Convention (EPC) excludes from patentable matter:
(a) discoveries, scientific theories and mathematical methods;
(b) aesthetic creations;
(c) schemes, rules and methods for performing mental acts, playing games or doing
business, and programs for computers; and
(d) presentations of information.

Paragraph (3) of Article 52 states “Paragraph 2 shall exclude the patentability of the
subject-matter or activities referred to therein only to the extent to which a European patent
application or European patent relates to such subject-matter or activities as such.”
The use of “as such” in paragraph (3) of Article 52 adds a degree of ambiguity to its
interpretation. Due to this it can be interpreted in a number of ways. The interpretation
followed by the Technical Board of Appeal of the EPO states that programs for computers may
be patented if:
• They have technical character and solve a technical problem
• They are new
• They involve an inventive technical contribution as compared to the state of the art

Thus, according to above interpretation, it can be stated that the EPO grants patents for
computer implemented inventions and computer programs only if they provide a “further
technical contribution/effect” over existing technology, subject to the other patentability
requirements, such as novelty and inventive step.
Computer-implemented inventions, which only solve a business problem using a
computer, rather than a technical problem, are considered non-patentable subject matter as
lacking an inventive step (see T 258/03, also known as Auction Method/Hitachi, a decision of a
Technical Board of Appeal of the European Patent Office (EPO), issued on April 21, 2004).
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Nevertheless, the fact that an invention is useful in business does not mean it is not
patentable if it also solves a technical problem. This was a landmark decision for interpreting
Article 52(1) and (2) of the European Patent Convention (EPC) which built on the principles
suggested by the same Board in T 641/00 (Comvik, Two identities). This decision, amongst
others, but notably this one and T 641/00, significantly affected the assessment of an
invention’s technical character and inventive step.
The decision of the Board of Appeals mainly stated that "a method involving technical
means was an invention within the meaning of Article 52(1) EPC" and in stating so contrasts
with the decision T 931/95 (Pension Benefit Systems Partnership), which held that "the mere
fact that data processing and computing means, i.e. technical means, recited in a method
claim did not necessarily confer a technical character to the claimed method". T 258/03 put
apparatus and method claims on an equal footing for the patentability examination of Article
52(2) EPC. The Board of Appeal therefore "pointed the way to the new test and argued that
the term ‘invention’ in the definition of patentable inventions set out in Article 52(1) of the
EPC was merely to be construed as ‘subject matter having technical character’. Thus, the
presence of computer hardware in a claim to a business method, providing a technical
character, would now be sufficient to overcome the business method objection, regardless of
technical contribution."
In the patent application related to Auction method The Board of Appeal first made it clear
that there are four requirements to be fulfilled for some claimed subject-matter to be
patented: "(1) it should be an "invention", and this invention must be (2) new, (3) inventive,
and (4) industrially applicable", and that the term "invention" is to be construed as "subjectmatter having technical character", and finally the “verification that claimed subject-matter is
an invention within the meaning of Article 52(1) EPC" must be done before performing the
three other tests, i.e. the novelty, the inventive step and the industrial applicability tests.
Although the claims were held to be inventions within the meaning of Article 52(1), (2)
and (3) EPC, they were found to lack inventive step. The application was refused. More
precisely, the invention was viewed as a mixture of technical and non-technical features, and
was assessed with respect to the requirement of inventive step by taking account only the
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features which contributing to a technical character (in accordance with the principles of T
641/00, also known as Two identities/COMVIK, is a decision of a Technical Board of Appeal of
the European Patent Office (EPO), issued on September 26, 2002. It is a landmark decision
regarding the patentable subject matter requirement and inventive step under the European
Patent Convention (EPC). More generally, it is a significant decision regarding the patentability
of business methods and computer-implemented inventions under the EPC.) No step of the
claimed method was found to be designed "in such a way as to be particularly suitable for
being performed on a computer" so that it may have contribute in a technical manner to
inventive step. A particular method step which may have been a candidate involving technical
contribution was found by the Board to result from "a routine programming measure well
within the reach of the skilled person".

The Board in T 641/00 held that:
An invention consisting of a mixture of technical and non-technical features and having
technical character as a whole is to be assessed with respect to the requirement of inventive
step by taking account of all those features which contribute to said technical character
whereas features making no such contribution cannot support the presence of inventive step.
And Non-technical aspects of an invention must be treated as constraints in the formulation of
the objective technical problem in the context of the problem-solution approach, the
approach which is generally applied by the EPO for assessing whether an invention involves an
inventive step.
As of 2012, the criterion used for distinguishing "inventions" from "non-inventions" at
the EPO, i.e. the patent eligibility requirement at the EPO, is that the subject matter must have
a technical character. According to Stefan Steinbrener, former chairman of an EPO Technical
Board of Appeal, this means that: Any of the subject-matter listed in Article 52(2) EPC may
comprise an invention if it has technical character or contributes to it (in particular because a
technical problem is solved by using technical means or a technical effect is achieved,
technical interactions occur or technical adaptations are effected, in other words: if such
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subject-matter lends itself to a technical application)." Decisions such as T 258/03 and T
154/04 have made it clear that the contribution approach was no longer applicable.
But, the patentable subject matter test of Article 52(2) and (3) is only the first step
towards patentability, the first hurdle. Computer programs can also be refused and are often
refused on the ground of lack of inventive step. This is the second hurdle, which should not be
mixed up with the first hurdle. As the Board of appeal put it in T 258/03 (Reasons 4.6), the
"contribution approach" was no longer applicable.
The interpretation of the term "invention" in the patentable subject-matter test, as
used by the Boards of Appeal, has come with an adjustment of the case law relating to the
inventive step requirement.
Any non-technical feature, i.e. a feature from a field excluded from patentability under
Article 52(2) and (3) EPC, cannot be taken into account for the assessment of inventive step,
unless they (the non-technical features) do interact with the technical subject-matter to solve
a technical problem. Assessing whether or not a feature contributes to the technical character
of a claim has been viewed as difficult.
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ANNEX C
The Japan Patent Office (JPO), like the USPTO has more of a pro-software patent stance
when it comes to granting software patents. Part VII, Section 1.1.1 of the examination
guidelines set forth by the JPO deals with the categories of Software-Related Inventions. The
categories are:
(1) Invention of a process
When a software-related invention is expressed in a sequence of processes or
operations connected in time series, namely procedure, the invention can be defined as an
invention of a process (including an invention of a process of manufacturing a product) by
specifying such a procedure.

(2) Invention of a product
When a software-related invention is expressed as a combination of multiple functions
performed by the invention, the invention can be defined as an invention of a product by
specifying such functions.
A program or data can be defined in the following manners:
(a) “A computer-readable storage medium having a program recorded thereon” can
be defined as “an invention of a product.” “A computer-readable storage medium having
structured data recorded thereon” can also be defined as an invention of a product, where
processing performed by a computer is specified by the data structure recorded thereon.
(b) “A program” which specifies a multiple of functions performed by a computer can be
defined as “an invention of a product.”

The main difference between the Japanese approach and the EPO’s approach lies in the
requirement for "technical contribution". While the JPO takes a cautious view of mathematical
algorithms, a software-related invention incorporating a mathematical algorithm as an element may still
qualify as a patentable invention if the claims taken as a whole are to a technical idea utilizing a natural
law. The JPO recognizes software claims in the form of a process, product, or a computer- readable
storage medium.
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NASCOMM REPORT HIGHLIGHTS (ANNEX D)
NASSCOM has revealed in a report that for FY2012 was a landmark year – while the
Indian IT-BPO industry weathered uncertainties in the global business environment, this is also
the year when the industry is set to reach a significant milestone – aggregate revenue for
FY2012 is expected to cross USD 100 billion. Aggregate IT software and services revenue
(excluding hardware) is estimated at USD 88 billion, and is illustrated in the figure below

IT-BPO sector has become one of the most significant growth catalysts for the Indian economy.
In addition to fuelling India’s economy, this industry is also positively influencing the lives of its people
through an active direct and indirect contribution to the various socio-economic parameters such as
employment, standard of living and diversity among others. The industry has played a significant role in
transforming India’s image from a slow moving bureaucratic economy to a land of innovative
entrepreneurs and a global player in providing world class technology solutions and business services.
The industry has helped India transform from a rural and agriculture-based economy to a knowledge
based economy.
Over the years, Indian IT service offerings have evolved from application development and
maintenance, to emerge as full service players providing testing services, infrastructure services,
consulting and system integration. The coming of a new decade heralds a strategic shift for IT services
organisations, from a ‘one factory, one customer’ model to a ‘one factory, all customers’ model. Central
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to this strategy is the growing customer acceptance of Cloud-based solutions which offer best in class
services at reduced capital expenditure levels as illustrated below.

The engineering design and products development segments generated export revenues of USD
10 billion in FY2012; growing by about 14 per cent, driven by increasing use of electronics, fuel efficiency
norms, convergence of local markets, and localized products. The Indian IT-BPO industry has invested
significantly to strengthen their customer outreach and build engineering capacity and capability not
only across new and existing verticals but also across the full spectrum of product development value
chain as shown below.
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The past few years have witnessed a noticeable shift in the Indian software product business
ecosystem which has helped create an enabling environment for the growth of Indian software products.
These include acceleration in software product business activity in India, improvements in the talent and
support ecosystem, innovations in software product technology, delivery/business models, and changes
in the Indian economy that are helping catalyze the development of the domestic market for software
products. Increased adoption of IT by enterprises, especially among SMBs, and home-users is driving
growth in this segment. Increasing IT adoption in India has also helped in creating a sizeable product
business market opportunity locally.
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As discussed previously, the India IT industry has witnessed tremendous growth is the past
decade, resulting in large IT companies and inceptions of several promising start-ups. In the initial
phases, the IT industry was largely focused on offering services. However, eventually, several
companies started creating software products. Companies that create software products strive on
innovation to create unique products to counter competition, hence, the desire to protect such
innovation through patents and sustain competitive advantage.
Such growth cannot be an offshoot without companies involving in research and development
and innovation. In the field of software, even the smallest company can potentially turn a great idea
into a successful product because the capital requirements are relatively moderate. Software patents
would force small companies to obtain patents themselves giving them an edge in the market.
There are those in favor of allowing software patents who argue that software must be
considered as any other useful art and hence should be given patent protection. Supporters of
software patents believe that patents on software provide an incentive to innovation and give them an
edge in the market to sell and showcase their products and innovation. Further, supporters of software
patents contend that inventions in the software domain are useful to modern life and hence should be
patentable.
According to pro-software patent lobby, patents are a fair bargain between inventors and
society and as such patents motivate inventors and innovators to disclose their inventions in exchange
for exclusive rights to the invention for a period of time. If not for patents then an inventor may take
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his idea to the grave with him. Therefore, patents enable the public disclosure of ideas that may not
have occurred to others. Hence, patents on software are justified and reasonable according to the prosoftware patent lobby.
A software code or program is automatically protected by copyright on creation. Why then there
seems to be a need for software related patents?

Copyrights offer protection to a particular

expression of the idea and not to the idea itself, and that is where the crux of the matter lies.
Copyright protection extends to all original literary works including dramatic, musical and artistic
works. Since computer programs fall under “literary works” they too are protected by
copyright. A copyright on a program to add two numbers prohibits another person from copying
exactly the program but does not prevent the other person from writing a program for adding two
numbers in a different programming language. The program for adding two numbers in the different
programming language would be considered another expression of the idea of adding two numbers.
However, if a patent was granted for a method of adding two numbers, then the patent would provide
exclusive rights to the patentee and pre-empt anybody else from using the patented method or would
force people to look for alternatives thereby increasing creativity and innovation.
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